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DETAILED ACTION 

In response to Election/ Restriction filed 17 August 2009, Applicant has elected Group I, 
claims 1-10 and 22 - 31 without traverse. Applicant has added claims 43 and 44. Claims 1 1 
- 21 and 32 - 42 have been withdrawn from consideration. Hence, claims 1 - 10, 22 - 31, 43, 
and 44 remain pending and are presented for examination. 

Claims 1 - 10, 22-31, 43, and 44 are rejected under 35 U.S.C. § 101, 112, second 
paragraph and 103(a). 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1 - 10, 43 and 44 are rejected under 35 U.S.C. § 101 as being directed to non- 
statutory subject matter. 

3. Claims 1 - 10, 43 and 44, method claims, are rejected under 35 U.S.C. §101 because, 
in order to comply with §101 a process/ method must (1) be tied to a particular machine or 
apparatus, or (2) transform underlying subject matter (such as an article or materials) to a 
different state or thing. 

The methods recited in the claims fail to (1) be tied to a particular machine or apparatus, 
or (2) transform underlying subject matter to a different state or thing. Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972). 

There are two corollaries to the machine-or-transformation test. First, a mere field-of- 
use limitation is generally insufficient to render an othenA/ise ineligible method claim patent 
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eligible. This means the machine or transformation must impose meaningful limits on the 
method claim's scope to pass the test. Second, insignificant extra-solution activity will not 
transform an unpatentable principle into a patentable process. This means reciting a specific 
machine or a particular transformation of a specific article in an insignificant step, such a data 
gathering or outputting, is not sufficient to pass the test. 

There is no recitation within the claims to indicate that the steps that comprise the 
method are nothing but mental steps performed within the mind of a person. Thus, to qualify as 
a § 101 statutory process, the claim should positively recite the other statutory class (the thing 
or product) to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for example by 
identifying the material that is being changed to a different state. 



Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1, 7, 9, 22, 28 and 30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Regarding claims 1 and 22, the preamble states "a method of/ a computer program 
product for, analyzing a capital investment". However, the limitation: 

• analyzing an area for the capital investment, the analyzing being based at least in 

part on the investment return per sector, 
is not tied to the limitations: 
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• determining a subscriber profit proxy for a plurality of subscribers; 

• determining a number of minutes of use for one or more of the subscribers; 

• determining a service quality metric for one or more sectors in the wireless network; 
The claims need to be structured so that the method steps show how they relate to the 

other method steps within the claim. 

The claims have been examined to the best of the Examiner's ability given the lack of 
clarity. Appropriate correction is required. 

7. Regarding claims 7 and 28, the claim term: 

• the investment needed per sector to recover dropped call in each sector. 

It is not clear to the Examiner what the term "investment needed per sector to recover 
dropped call" means. 

For purposes of examination, the term "investment needed per sector to recover 
dropped call in each sector" will be interpreted to mean "investment needed to prevent dropped 
calls from occurring in each sector". Appropriate correction is required. 

8. Regarding claims 9 and 30, the investment return is being determined. However, it is 
not clear to the examiner whether Rk is the total investment return or the investment return for 
sector k. 

For purposes of examination, the claim will be interpreted to read: "wherein the 
determining the investment return of a sector is performed in accordance with the equation: . . 
." Appropriate correction is required. 

Also, the claim limitation: 

• Ik is investment needed to investment needed to recover dropped call in sector k. 

It is not clear to the Examiner what the term "investment needed to investment needed 
to recover dropped call" means. 
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For purposes of examination, ttie term "investment needed to investment needed to 
recover dropped call in sector k" will be interpreted to mean "investment needed to prevent 
dropped calls from occurring in sector k". Appropriate correction is required. 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, If the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the Invention was made to 
a person having ordinary skill In the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner In which the Invention was made. 

10. Claims 1, 4, 22, 25, 43 and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adduci et al (US Patent No. 7,343,334) in view of Elliott (US Patent No. 

7,158,790). 

1 1 . Regarding claim 1 and 22, Adduci teaches: 

• determining a subscriber profit proxy for a plurality of subscribers [see at least 
column 15 lines 6-8, and column 16 lines 9 - 28] - Examiner interprets net present 
value (NPR) as analogous to Applicant's subscriber profit proxy; 

• determining an investment return per sector for one or more of the sectors [see at 
least column 16 lines 9 - 53] - Examiner interprets return on investment (ROI) as 
analogous to Applicant's investment return per sector. Examiner notes applying 
financial analysis to different geographic regions as indicative of Applicant's 
application to one or more of the sectors. 

• analyzing an area for the capital investment, the analyzing being based at least in 
part on the investment return per sector [Id.]. 
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Regarding claim 22 specifically, Adduci teaches: 

• a computer program product having a computer program product for accomplishing 
these steps [see at least column 2 lines 30 - 44 and column 5 lines 26 - 43]. 

Adduci does not explicitly disclose: 

• determining a number of minutes of use for one or more of the subscribers; 

• determining a service quality metric for one or more sectors in the wireless network. 
However, Elliott teaches a system for improving tlie service coverage of wireless 

networks by making measurements of the service coverage of the wireless network [column 2 
lines 30 - 44, column 4 lines 56 - 67, and claim 1]. He further discloses gathering information 
indicating quality of service coverage and determining actual service coverage of the wireless 
network in real-time according to actual demand for service [see at least column 2 lines 45 - 
61]. Examiner interprets demand for service as indicative of Applicant's number of minutes of 
usage of tlie subscribers. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
of the instant invention to modify Adduci's disclosure to include quality of service coverage and 
a demand for service as taught by Elliott because these features can provide an improvement 
in the service coverage of wireless networks [Elliott column 2 lines 30 - 35]. 

12. Regarding claim 4 and 25, Adduci teaches: 

• the minutes of usage based on call detail records collected during peak usage 
periods [see at least column 6 lines 42 - 60]. 

13. Regarding claim 43 and 44, Adduci teaches: 

• deploying the capital investment to a base transceiver station (BTS) serving at least 
one sector based at least in part on the analyzing the area for the capital investment, 
wherein the capital investment comprises additional equipment, and 
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• the additional equipment is selected from the group consisting of: a radio tower, an 
antenna, a radio, a cable, and combinations thereof [see at least column 7 lines 4 - 
20]. 

14. Claims 2, 3, 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Adduci in view of Elliott in further view of Official Notice. 

15. Regarding claim 2 and 23, Adduci teaches: 

• revenue collected from the subscriber, an expected number of months under a 
contract, an acquisition cost, and, a service delivery cost [see at least column 5 lines 
38 - 54] 

Examiner takes Official Notice that marketing costs and maintaining existing customers 
are indicative of Applicant's subscriber contracts in that one skilled in the art at the time of the 
instant invention would be aware of such contracts in wireless communication services. 

16. Regarding claim 3 and 24, Adduci teaches: 

• subscriber profit proxy (SPP) value determined by the equation: 
SPPi = Vi*Mi - Ai - Si 

wherein 

• Vi is the revenue per month for subscriber i [see at least column 5 lines 26 - 43]; 

• Mi is the expected months for subscriber i [Id.]; 

• Ai is the acquisition cost for subscriber i [Id.]; and 

• Si is the service delivery cost for subscriber i [Id.]. 

Examiner interprets revenue segment as indicative of Applicant's revenue per month 
and months of service. Examiner interprets investment, start-up costs, and marketing, 
advertising and promotional costs as indicative of Applicant's acquisition cost. Examiner 
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interprets maintenance costs for supporting the enhanced wireless services as indicative of 
Applicant's service delivery cost. 

Adduci does not explicitly disclose expected months under contact for a subscriber. 

However, Examiner takes Official Notice that it would have been obvious to one having 
ordinary skill in the art at the time of the instant invention to modify Adduci's disclosure to 
include expected duration of a subscriber contract because such contracts are used to 
guarantee future revenue. 

17. Claims 5 - 10, 26 - 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Adduci in view of Elliott in further view of Waller et al (US Patent No. 7, 1 07,224). 

18. Regarding claims 5, 6, 26 and 27, neither Adduci nor Elliott explicitly discloses: 

• the service quality metric comprising a dropped call rate for each sector; and 

• the dropped call rate determined from call detail records collected from each sector. 
However, Weller teaches a system and method of value-driven build-to-buy decision 

analysis which includes a demand component and a supply component [column 1 lines 55 - 
65]. She applies her system and method to "self-service buying" of cellular phone service over 
the internet [see at least column 5 lines 48 - 56]. She discloses using parameters such as area 
of usage, minutes per month of usage, and the number of calls that get dropped [column 5 line 
61 - column 6 line 20]. She further uses these parameters to develop "components of value" for 
the customer [see at least column 7 lines 3 - 38]. These include the intangible costs (based on 
the customer's willingness to pay) of having no coverage and experiencing dropped calls. 
Examiner interprets that intangible cost related to dropped calls as analogous to Applicant's 
service quality metric. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
of the instant invention to modify Adduci's disclosure to include accounting for dropped call 
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rates as taught by Weller because, by accounting for such quality issues, a customer can make 
meaningful comparisons between the intangible values of "quality" and "coverage" and the 
tangible value of "cost" [Weller column 6 lines 9 - 20]. 

19. Regarding claims 7 and 28, Weller teaches the limitations: 

• determining a profit per sector; 

• determining a dropped-call rate per sector; 

• determining an investment needed per sector to recover dropped calls in each 

sector; 

• determining the investment return per sector based at least in part on the profit per 
sector, the dropped-call rate for each sector. 

as discussed in the rejections of claims 5, 6, 26 and 27, above. Weller does not 
explicitly disclose: 

• determining the investment needed per sector to recover dropped call [sic] in each 
sector 

However, it would have been obvious to one having ordinary skill in the art at the time of 
the instant invention to modify Weller's disclosure to include determining the investment 
needed to recover dropped calls because such intangible costs are determined in order that 
they may be corrected. 

20. Regarding claims 8 and 29, Adduci teaches determining the profit per sector by 
summing the subscriber profit proxy value for each subscriber [see at least column 15 lines 5 - 
50 and column 16 lines 9 -28]. Examiner interprets revenue analysis which includes average 
revenue per user per month by customer segment as indicative of Applicant's profit per sector. 

Adduci does not explicitly disclose determining a profit based on the ratio of minutes 
usage in one sector to minutes usage in all sectors. However, Elliott discloses determining 
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actual service coverage of the wireless network in real-time according to actual demand for 
service [see at least column 2 lines 45 - 61]. Examiner interprets demand for service as 
indicative of Applicant's number of minutes of usage of the subscribers, as discussed in the 
rejection of claims 1 and 22. Accordingly, these claims are rejected for the same reasons. 

21 . Claims 9 and 30 are substantially similar to claims 7 and 28, respectively, and are thus 
rejected for the same reasons. 

22. Regarding claims 10 and 31, Waller teaches the limitations: 

• the analyzing the area for the capital investment involves prioritizing the sectors 
based upon the investment return for each respective sector [see at least column 10 
lines 1 - 7]. 

Therefore, it would have been obvious to one having ordinary skill in the art at the 
time of the instant invention to modify Adduci's disclosure to include prioritize investments as 
taught by Weiier because it allows companies to get the best possible returns [Weiier column 
10 lines 1-7]. 



Conclusion 

The prior art of record and not relied upon is considered pertinent to Applicant's 

disclosure: 

• Hutclieson et ai: "Method for providing wireless communication services and 
network and system for delivering same", (US Pub. 2002/0173313). 

• Apostolopoulos et al: "Information Technology Investment Evaluation: 
Investments in Telecommunication Infrastructure", International Journal of Information 
Management, Vol. 17, No. 4, pp 287-296, 1997. 
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Any inquiry concerning tliis communication or earlier communications from the examiner 
sliould be directed to Ed Baird wliose teleplione number is (571)270-3330. Tlie examiner can 
normally be reached on Monday - Thursday 7:30 am - 5:00 pm Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles R. Kyle can be reached on 571-272-6746. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://portal.uspto.gov/external/portal/pair. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service Representative or access to 
the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ed Baird/ 

Examiner, Art Unit 3695 



/Charles R. Kyle/ 

Supervisory Patent Examiner, Art Unit 3695 



